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THE ECJ, THE ICJ AND INTELLECTUAL PROPERTY:
IS HARMONIZATION THE KEY?

Lee Ann Askew'
I. INTRODUCTION

Most everyone agrees that intellectual property laws are essential to
ensure that creators of inventions, ideas, designs, services, and the like
are rewarded for their creativity and to promote the continuation of such
creations. However, everyone does not agree on how to adequately pro-
tect these creations once they are out in the market place. The protection
of intellectual property is at the forefront of agreements between nation-
states because of the relative ease of copying, and the lax attitude of some
nation-states to prevent and punish infringement. Because inventors and
creators look to their governments to protect the product of much in-
vested time and money, nation-states realize the importance of protecting
their citizens’ rights in order to promote the continuation of inventions
and creations.

In recent decades, there has been recognition and a growing need for
international intellectual property protection.' General technological ad-
vances promote the efficiency of developing new creations as well as
comprise the value of products and services, thus, creating substantial

+ J.D. May 2000. Since I began my research on this topic in fall 1998, many changes
have taken place some of which I will discuss. Intellectual property within the European
Union (EU) is a rapidly growing body of case law and legislation that is ever changing. It is
difficult for one to stay abreast of the constant activity within international intellectual prop-
erty law. [ have tried to include the most up to date material on the topic, but I am also aware
of how it can and will likely become outdated very quickly. Therefore, this article is not
meant to be a comprehensive discussion of EU or UN (United Nations) law, but merely a
theoretical piece speculating on the impact of harmonizing international intellectual property
law.

1. See A. David Demiray, Intellectual Property and the External Power of the European
Community: The New Extension, 16 MICH. J. INT'L. L. 187 (1994).
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cost for research and development.? Inventors and creators demand pro-
tection, and governments must provide them with protection if it wants to
promote innovation.® If the inventor or creator is not adequately pro-
tected, he will find himself at a disadvantage in the highly competitive
foreign market." Agreements between European Union (EU) Member
States and treaties such as the General Agreement on Tariffs and Trade
(GATT) have diligently attempted to deal with international intellectual
property protection.

“An argument which is becoming quite influential is the thesis that
presently ‘technology drives investment’ and to the extent that technol-
ogy ‘is reluctant to flow where it is not protected’ the lack of an adequate
level of protection could stunt technological transfer and foreign invest-
ment.”> Economic development must have new inventions and creations
to run more efficiently; however, nation-states are split as to how to ade-
quately protect these inventions and creations.®

This article focuses on how the EU and the European Court of Jus-
tice (ECJ) handles intellectual property law and disputes and hypothe-
sizes how the International Court of Justice (ICJ) could implement some
EU and ECJ methods to help it gain popularity among the UN Member
States. Since the creation and implementation of organizations and
agreements like the World Trade Organization (WTO), GATT, Trade
Related Aspects of Intellectual Property Rights (TRIPS), and World In-
tellectual Property Organization (WIPO), the popular method of dispute
settlement among the signatory countries (which most are signatory coun-
tries to the UN Charter as well) is arbitration. However, what if an injured
party does not wish to settle the dispute by arbitration or an arbitration
judgment cannot be enforced? Is all lost, or could a court of law provide
some relief to the injured party? Does the EU provide an adequate
method of protecting the rights of intellectual property owners that could
be followed within the UN, or would the creation of a specialized court
within the UN more adequately accommodate intellectual property
rights?

First, some background of the EU and its institutions will be dis-
cussed to educate the reader on how ever changing the European Com-
munity is.” Next, a more in-depth analysis of the ECJ will be discussed,
followed by the implementation of intellectual property protection and

2. Seeid.

3. Seeid.

4. Seeid.

5. Carlos Alberto Primo Braga, The Economics of Intellectual Property Rights and the
GATT: A View from the South, 22 VAND. J. TRANSNAT’L L. 243, 260 (1989).

6. See id. at 243-44.

7. EU and the Community will be used interchangeably throughout this article. Also, the
Court and ECJ will be used interchangeably as well.
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harmonization throughout the EU and its Member States. Next, a brief
overview of the UN and its institutions/organs will be discussed with
most of the emphasis on the ICJ. Finally, the benefits of harmonizing in-
ternational intellectual property laws will be discussed.

II. THE EUROPEAN UNION AND THE EUROPEAN COURT OF JUSTICE

A. The European Union

After World War II, Europe was in political and economic turmoil,
thus making the dream of a unified Europe come closer towards a reality
for European countries eager to gain back their political, social and eco-
nomic independence. The European Union, created by the Treaty on
European Union (TEU), is the successor to the European Community
(EC), and is the umbrella for the European Community, Common For-
eign and Security Policy, and Justice and Home Affairs,’® also known as
the “three pillars.” Currently, there are fifteen Member States in the
European Union and soon to be more.” Since its entrance into Europe, the
EU has made impressive progress by maintaining external trade policies
and implementing an internal market among the Member States. Its goals
are to breakdown the internal barriers between the Member States and
harmonize the law especially in the area of social policy. The introduc-
tion of the single currency, the EURQ, is one example of harmonization
that has taken place within the EU.”® With the Treaty of Amsterdam
(ToA) entering into force in May 1999 after being ratified by all of the
Member States,'' the role of the Community and its Member States has
become more defined, as will be discussed below.

Four essential freedoms for the TEU were set out in the Commu-
nity’s establishing document: the free movement of goods, persons, ser-
vices and capital. Theses remain the objectives of the Community today.
“These basic freedoms of the common market can only be realized by

8. The Treaty of Rome, which created the European Community, was signed on March
25, 1957 and entered into force on January 1, 1958, The Treaty on European Union, also
called the Maastricht Treaty, was signed at Maastricht on February 7, 1992, and entered into
force on November 1, 1993, thus creating the European Union. EU replaced the term EC
around 1993. BARRY E. CARTER & PHILLIP R. TRIMBLE, INTERNATIONAL LAW: SELECTED
DOCUMENTS 209 (1995).

9. Austria, Belgium, Denmark, Finland, France, Germany, Greece, Ireland, Italy, Lux-
embourg, the Netherlands, Portugal, Spain, Sweden, and the United Kingdom. See id. Cy-
prus, Malta, Estonia, Slovenia, Poland, Hungary and Czech Republic are expected to be
admitted in 2003.

10. For more information on the EURQ, see generally Werner Van Lembergen & Marga-
ret G. Wachenfeld, Economic and Monetary Union in Europe: Legal Implications of the
Arrival of the Single Currency, 22 FORDHAM INT'LL.J. 1 (1998).

11. See Europa, The History of the European Union (visited Apr. 8, 2000)
<http://www.europa.cu.int/abc/ history/1999> [hereinafter Europa, History of the EU].
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approximating the laws of the EU Member States, thus installing a sys-
tem through which all obstructions to competition are removed.”"” Obvi-
ously, no free movement of intellectual property rights exists; however,
over the years, intellectual property has been viewed as falling under the
free movement of goods.” There are three major issues in the interplay
between national industrial and commercial property rights [a.k.a. intel-
lectual property rights] and the Community principle of free movement of
goods.

The first is the determination of those national rights which qualify for
recognition under [a]lrticle 36. A related issue is whether accessory
rights or interests can be protected as “mandatory requirements™. . . .
The third issue is the demarcation of the field of application and level
of protection of industrial and commercial property rights."*

B. The Institutions

The EU is governed mainly by five institutions: the Commission, the
Council of Ministers, the Parliament, the European Council and the Court
of Justice. Some other institutions that will be mentioned here but not
discussed are the Court of Auditors; European Investment Bank; Eco-
nomic and Social Committee; Committee of the Regions; European Om-
budsman; and European Central Bank."

In a similar fashion to the U.S., the Commission acts as an executive
branch of the EU focusing its energy, powers and interests in the imple-
mentation of EU law.'® Appointed by the Member States, the Commis-
sioners, currently 20, carry out the policy issues of the EU, and they have
authority to draft legislation."” Each Commissioner is responsible for a
particular area of policy and ensures legislation is carried out.'"® A unique
feature of the Commission is its power to mediate disputes involving EU
law — traditionally, a judicial function.” Regulations, directives and deci-
sions are the types of legislation adopted by the Commission — ““six hun-
dred to seven hundred new legal instruments each year.”” Although
faced with criticism, the Commission has proved vital to the function and
progress of the Community.

12. Victor Vandebeek, Realizing the European Community Common Market by Unifying
Intellectual Property Law: Deadline 1992, 1990 BYU L. REv. 1605.

13. See GEORGE A. BERMANN ET AL., CASES AND MATERIALS ON EUROPEAN COMMUNITY
LAW 396-97 (1993).

14. Id. at 397.

15. See generally Europa, (visited Apr. 8, 2000) <http://www europa.eu.int>.

16. See JOHN MCCORMICK, THE EUROPEAN UNION: POLITICS AND POLICIES 103-04 (1996).

17. See id.

18. See id.

19. See id.

20. Id. at 116.
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Seen as the most powerful institution of the four, the Council of Min-
isters is the final authority on what becomes EU law. Depending on the
topic to be discussed, membership of the Council changes.21 For instance,
if employment is the issue, a council of employment foreign ministers
will assemble to discuss legislation in the employment area. Likewise, if
the environment is the issue, a council of environmental foreign ministers
will assemble to discuss legislation in the environmental area. Typically,
the Parliament and/or Commission submit proposed legislation to the
Council of Ministers, who then accepts, amends or rejects the legisla-
tion.” This “quasi-veto” power is why some view it as the most powerful
EU institution.

The Parliament, the largest of the institutions, is where propositions
of law initiate.” Thought of as the legislative body of the EU in theory, it
actually lacks the typical powers of a legislature — “it cannot introduce
laws, enact laws, or raise revenues.”® It can only make requests to the
Council and/or the Commission.”® “In short, Parliament either shares
powers with or negates the powers of the other EU institutions.”*® How-
ever, the view of Parliament is changing. It has drawn more attention by
arguing democratic accountability, thus, increasing its responsibility and
being noticed more for its opinions.”’

“Simply defined, European Council is a collective term for the heads
of government of EU member states, their foreign ministers, and the
president of the Commission.”*® The Council can be thought of as filling
the gap between the major institutions — setting up guidelines which the
other institutions follow.?® This can be seen through its composition — it is
composed of government heads and members from the other institutions,
with the exception of the Court.

C. The European Court of Justice
Created from the oldest treaty of the former European Community,*
the ECJ is the sole judicial organ of the EU."

21. See MCCORMICK, supra note 16, at 124-25.
22. Seeid.

23. See id. at 143-44.

24. Id.

25. Seeid.

26. MCCORMICK, supra note 16, at 143-44.

27. Seeid.

28. Id. at 182-83.

29. See id.

30. European Coal and Steel Community (ECSC).
31. See Consolidated EC TREATY, part 5, tit. I, ch. 1, sec. 4.
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Its main functions are to ensure that the law is enforced, irrespective
of political considerations (especially against Member States); to act
as referee between Member States and the Community as well as be-
tween the Community institutions infer se; and to ensure the uniform
interpretation and application of Community law throughout the
Community.*

The Court also has been delegated broad powers by the TEU, including
the power to invalidate national legislation.”

1. Structure of the ECJ

Currently, there are 15 judges — one representing each Member State
and appointed by the respective Member State, though this appointment
method is not delineated in the Treaties.* Judges on the Court serve stag-
gered six-year terms, which means there are six to seven vacancies every
three years, and a judge can be re-appointed.” Like judges on the U.S.
Supreme Court, there is no retirement age; likewise, a judge cannot be
removed from office except by “unanimous opinion of the other judges
and advocates general,””® and only if “he no longer fulfills the requisite
conditions or meets the obligations arising from his office.”””’

The President of the Court is elected by the other judges for a three-
year term and can be re-elected.”® “His function is to direct judicial and
administrative business of the Court and to preside at sessions of the full
court,”® but he has no casting vote.** Each chamber* president is ap-
pointed by the court for a one-year term.*

Unlike the U.S. Supreme Court, there is only one opinion issued — no
concurring or dissenting opinion is given, and the votes are not dis-
closed.” Judges swear to uphold the secrecy of their deliberations, thus

32. T.C. HARTLEY, THE FOUNDATIONS OF EUROPEAN COMMUNITY LAW 57 (3d ed. 1994).

33. See Consolidated EC TREATY, art. 231 (ex art. 174).

34. See HARTLEY, supra note 32, at 58.

35. See id.

36. Id. See infra I1.D.

37. HARTLEY, supra note 32, at 58 (paraphrasing art. 6 of the Statute of the Court of Jus-
tice).

38. See id.

39. Id. A full court consists of seven. Consolidated EC TREATY art. 221 (ex. art. 165).

40. See HARTLEY, supra note 32, at 58.

41. A chamber consists of three to five judges, typically hearing appeals against the Court
of First Instance (CFI) [a new regional court created to help lessen the ECJ caseload], “any
reference for a preliminary ruling or any other case except one brought by a Member State or
Community institution,” and has the option of referring the case to the ECJ. See id. at 59
(paraphrasing Consolidated EC TREATY art. 221 (ex. art. 165)).

42. Seeid. at 8.

43. See id.
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protecting them from pressure from Member States.*

2. Jurisdiction of the Court

The Court has only express, limited jurisdiction.”” Primarily, the
Court gives judgments, but occasionally it will issue advisory opinions or
rulings upon request from any institution or a Member State.* The Court
hears three issues on preliminary rulings: “interpretation of a provision of
Community law, the effect of a provision in a national legal system, . . .
and the validity of such a provision.”*’ Even though such preliminary
rulings are only advisory opinions, they carry legal consequences. For
example, if an agreement is entered into by an institution or Member
State that is incompatible with the EC Treaty, then the Treaty must be
amended to accommodate the agreement.*®

The Court has jurisdiction over infringement actions brought by the
Commission or a Member State against another Member State for: (a) not
fulfilling obligations under the EC Treaty, (b) a Member State applying
national provisions when it should be applying the harmonization provi-
sions of Article 100a ( now article 95 under the Treaty of Amsterdam
(ToA) on major needs grounds set out by Article 36 of the EC Treaty
(now article 30 under the ToA), or (c) a Member State making improper
use4(9)f Article 223 or 224 (now articles 296 and 297 under the ToA) pow-
ers.

44. See id.

45. See Consolidated EC TREATY art. 225(3) (ex. art. 168a(3)).

46. See HARTLEY, supra note 32, at 66. For example, an institution or a Member State can
request an opinion on whether an international agreement which the Community intends to
conclude with a non-member State is compatible with the EC Treaty. See id.

47. Id. at 66-67.

48. See id.

49. The judgment is typically money damages, and the party must comply immediately.
See THE EC ADVISORY BOARD, THE BRITISH INSTITUTE OF INTERNATIONAL AND
COMPARATIVE LAW, THE ROLE AND FUTURE OF THE EUROPEAN COURT OF JUSTICE, 7-8
(1996) [hereinafter EC ADVISORY BOARD). Under Article 223,

a Member State is not allowed to supply information the disclosure of
which it considers contrary to the essential interests of its security,” and it
is also to “take such measures as it considers necessary for the protection
of the essential interests of its security which are connected with the pro-
duction of or trade in arms, munitions and war material; such measures
shall not adversely affect the conditions of competition in the common
market regarding products which are not intended for specifically military
purposes . . . .
Consolidated EC TREATY, art 296 (ex. art. 223). Under Article 224,

Member States shall consult each other with a view to taking together the
steps needed to prevent the functioning of the common market being af-
fected by measures which a Member State may be called upon to take in
the event of serious internal disturbances affecting the maintenance of law
and order, in the event of war, serious international tension constituting a
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The Court has jurisdiction over many types of direct actions. A direct
action is an action that begins in the Court, as opposed to reaching the
Court on appeal.® The Court has judicial review over the legality of acts
of the Council, the Commission, the Council and Parliament acting to-
gether, and the Parliament’s acts effecting third parties.”’ These can be
brought by a Member State, the Council, or the Commission.”> When a
Member State or Community institution fails to act and infringes the EC
Treaty, a Member State, Community institution or private person® can
bring an action before the ECJ.**

There are two types of direct actions: by agreement of parties (which
typically arise out of a contractual agreement) and by direct operation of
law.” Direct actions by agreement of parties are not very typical; unlike
direct actions by operation of law,(which involve the Community or a
Member-State as the defendant), actions in tort damages, appeals of pen-
alties imposed by EU regulations, and employment disputes between the
Community and its employees.™

Enforcement actions are actions against a Member State imposed
when a Member State is not complying with or has violated Community
law.”” If the party bringing the action against a Member State is the
Commission (which is typically the case), then the Member State is first
given an opportunity to explain its position.® Then, the Commission
g1ves its position, which the Member State must obey or else the Com-
mission will ask the Court to enforce its opinion.”

The Court receives other direct actions only on appeal. The Court
can hear disputes between the Community and its employees only on ap-
peal after the case has first been through the CFI (Court of First In-
stance).” Also on appeal, the Council Regulations for the Community
Trademark and Plant Variety Rights has said that the Court can decide
questions of law only after the Board of Appeals for the respective Com-
munities initially hears the action.®’ Moreover, the Court has jurisdiction

threat of war, or in order to carry out obligations it has accepted for the
purpose of maintaining peace and international security.
Id. at art. 297 (ex. art. 224).
50. See HARTLEY, supra note 32, at 66.
51. See EC ADVISORY BOARD, supra note 51, at 8 (paraphrasing Consolidated EC TREATY
art. 230 (ex. art. 173).
52. See id.
53. Private persons have to go to the CFI first, then to the ECJ on appeal. See id. at 9.
54. See Consolidated EC TREATY art. 232 (ex. art, 175).
55. See HARTLEY, supra note 32, at 67.
56. See id.
57. See id.
58. See id.
59. See id.
60. See Consolidated EC TREATY art. 236 (ex art. 179).
61. See EC ADVISORY BOARD, supra note 49, at 9-10.
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over miscellaneous matters pursuant to treaties.®

For some time, many international and European scholars, as well as
the Court, thought the Court had no inherent jurisdiction; however, more
recently, the ECJ has held that it does have inherent jurisdiction when it
needs to issue a judgment under article 220 of the Consolidated EC
Treaty.* As a result, this inherent right was incorporated into article 230
of the Consolidated EC Treaty by the Maastricht Treaty.*

3. Procedure of the Court

When a case goes before the Court, it proceeds very differently than
a case before a U.S. court. There are four stages of a direct action pro-
ceeding: the written proceedings, the preparatory inquiry, the oral hearing
and the judgment.® The written proceedings are very similar to the
American pleading system. In a direct action, the applicant (plaintiff)
submits a written document to the Court (not to the opposing party like in
the American system) stating a basis for his claim.® Then, the Registrar®’
serves the document to the opposing party, who is then entitled to file his
defense with the Registrar® (which is the equivalent of a defendant’s an-
swer to a pleading in the American system). At this stage, the applicant
has an opportunity to reply to the defense, then the defense has an oppor-
tunity to answer in a rejoinder.” The pleading stage is then closed and the
written proceedings are over.”

The preparatory inquiry concerns the determination of questions of
fact made by the Court’ and is somewhat different than the American
system. When an application is made to the Court, the President of the
Court assigns the case to one of the Chambers and appoints a judge,
known as judge rapporteur, while the First Advocate General assigns the
case to one of the advocate generals.”” “The judge rapporteur will make a

62. Penalties, see Consolidated EC TREATY art. 229 (ex. art 172); non-contractual liabil-
ity, see id. art. 235 (ex. art 178) and art. 288 (ex. art. 215); European Investment Bank, see
id. art. 237 (ex. art. 180); arbitration clauses, see id. art. 238 (ex. art. 181); disputes submitted
under special agreements, see id. art. 239 (ex. art. 182); international agreements, see id. art.
300(6) (ex. art. 228(6)).

63. See EC ADVISORY BOARD, supra note 49, at 13 (citing Case 66/76, CFDT V. Council
1977 E.C.R. 305 construing Consolidated EC TREATY art. 220 (ex. art. 164)).

64. See id. (paraphrasing Consolidated EC TREATY art. 230 (ex. art. 173).

65. See HARTLEY, supra note 32, at 69.

66. See id. at 70.

67. The Registrar is appointed by the Court for a six-year term to handle all procedural
matters including any documents filed with the Court to be submitted to the Court and the
parties. See id. at 62.

68. Seeid. at 70.

69. See id.

70. See HARTLEY, supra note 32, at 69.

71. See id.

72. See id. at 70.
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preliminary report dealing with the issues of fact in the case,” which is
then submitted at a Court administrative meeting for the entire Court to
determine “what issues of fact will need to be proved and what evidence
is necessary for this purpose.”” Unlike the American system, the Court
decides if witnesses are to be called and who they will be.™ The witness
then testifies before the chamber and the parties, and then the testimony is
put into writing.”

The oral hearing is somewhat equivalent to the American system of
“everyone gets his day in court,” but it is not as important to the outcome
of the case since the court has already seen and heard the evidence before
this proceeding. After the judge rapporteur submits his report (which
states the facts and a summary of the parties’ arguments) to the Court in
preparation for the hearing before the parties, the parties’ counsel will
have the opportunity to make arguments and answer questions the Court
or advocate general has at the hearing; thus concluding the parties “day in
court.””® After the oral hearing, the Court will adjourn, and the advocate
general will prepare an opinion to be heard at the next hearing, which the
parties will not have an opportunity to comment on.”” The court will then
retire for deliberations.

During deliberations and to maintain confidentiality, only the judges
are present.”® The judge rapporteur prepares a draft of what the Court’s
judgment will be.” Each judge, starting with the most junior judge, gives
his opinion of the judgment.*® A vote may be taken before a final decision
is reached.®' Once a final decision is reached, every judge signs it and
then it is delivered in open Court and subsequently published in the Offi-
cial Journal.*> The whole judgment and the advocate general’s opinion
are published in the official law reports.*

A unique feature of the Court is that there is always just one judg-
ment — meaning, no concurring or dissenting opinions.* Also, there is no
appeal from an ECJ judgment that began in the ECJ (known as a direct
action); hence, giving the court its name “the court of first and last re-
sort.”®> When an action begins in a national court, that national court can

73. Id. at 70-71.

74. See id. at 71.

75. See HARTLEY, supra note 32, at 71.
76. See id.

77. See id.

78. See id.

79. See id.

80. See HARTLEY, supra note 32, at 69.
81. See id.

82. See id.

83. See id.

84. See id. at 59.

85. As compared to a case that began in a national court, where the national court referred
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make a request to the ECJ for a preliminary ruling on the relevant Com-
munity law for the case, which the national court will use as the law to
apply to the facts of the case.*® Then, the national court issues a judg-
ment.”’” This judgment from the national court can be brought before the
ECJ on appeal.® A tribunal whose decisions are not appealable must re-
quest a preliminary ruling from the Court.*’ The ability of the Court to
give such a preliminary ruling has allowed the Court to establish the doc-
trine of direct effect: “if a legal provision is said to be directly effective, it
is meant that it grants individuals rights which must be upheld by national
courts,” and the doctrine of the supremacy of Community law over na-
tional law: “[i]t is a basic rule of Community law that directly effective
provisions of Community law always prevail over a provision of national
law.”® Once a judgment is issued, the Court has authority to penalize a
Member State by imposing a fine for non-compliance in infringement
proceedings.”

4. Precedent and Source of Law in the ECJ
Unlike the American system, the doctrine of stare decisis is not practiced
in the ECJ; however, the case law is vital to the development of Commu-
nity law throughout the EU.”> The Court does follow its previous deci-
sions in most cases without analyzing them like American courts, but it
rarely refers to any previous decisions.” Changing circumstances and
changes in the opinions of the judges are reasons that have been sug-
gested as to why the Court chooses not to follow its precedent; hence,
“[wlhere this happens, the Court does not normally overrule the earlier
case as an English court would: it simply ignores it.”**

There are basically three sources the Court looks to in deriving EU
law: primary legislation, secondary legislation and international agree-
ments.” Primary legislation is legislation created by the Member States
including treaties, annexes, schedules, protocols, and amendments.”® Sec-
ondary legislation is law created by EU institutions that expressly em-

to the ECJ for a preliminary ruling on an issue of law. See HARTLEY, supra note 32, at 66.

86. See id.

87. See id.

88. See id. at 66.

89. See id.

90. HARTLEY, supra note 32, at 195, 234, Neither the doctrine of direct effect nor the
doctrine of supremacy of Community law is expressly stated in any of the EU Treaties.

91. See Consolidated EC TREATY art. 228(2) (ex. art. 171(2)).

92. See HARTLEY, supra note 32, at 83.

93. See id.

94, Id. at 83-84.

95. See BARRY E. CARTER & PHILLIP R. TRIMBLE, INTERNATIONAL LAW 343 (2d ed.
1995).

96. See id.
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powers them by primary legislation to make binding, juridical acts.” The
only international agreements recognized by the Court are those con-
cluded by the EU with Member States and non-member States

The ECJ must make sure written Community law, unwritten Com-
munity law (such as custom), and general principles of law are observed
when making judgments.” It will often apply general rules of interna-
tional law in dealing with principles of proportionality, good faith and
legal certainty, since there is no Community law directly dealing with
these principles.'®

Proportionality requires that there exist a reasonable relationship be-
tween the ends and the means. It implies both that the means must be
reasonably likely to bring about the objective, and that the detriment
to those adversely affected must not be disproportionate to the benefit
to the public. It is to some extent analogous to the English concepi of
reasonableness.'"’

D. The Advocates General

Advocates general opinions are the foundation of the Court’s opin-
ion. Generally, the larger Member States, such as Germany, France, Italy,
Spain, and the United Kingdom, each propose one, and the remaining
Member States rotate in an advocate general.'” An Advocate General has
the same status as a judge, is appointed in the same manner as a judge,
has the same qualifications and tenure as a judge and also receives the
same salary.'® They also rank equal in precedence with the judges ac-
cordirlxog4 to seniority in office, but they have no voting power in delibera-
tions.

Among the advocate generals, one is appointed First Advocate Gen-
eral, whose function is to arbitrarily assign cases brought before the Court
to each advocate general.'™ An advocate general is responsible for re-
searching, with the help of his legal secretary, the issues of the case as-
signed to him.'” Then, the advocate general gives his opinion (which
must be impartial and independent) on the law applied to the facts of the
case after the parties have argued their cases to the Court and before the

97. See id. (citing EC TREATY art. 189).
98. See id.
99. See id. at 344,
100. See CARTER & TRIMBLE, supra note 93, at 344,
101. HARTLEY, supra note 32, at 155.
102. See id. at 60.
103. See id.
104. See id.
105. See Consolidated EC TREATY art. 222 (ex. art.166),
106. See HARTLEY, supra note 32, at 60.
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judges retire for deliberation.'” This opinion is given great weight and
considered to have great value, though not binding on the Court’s ulti-
mate decision, and is usually followed fully, but sometimes is deviated
from in part or in whole.'® There is no position in the American system
similar to the ECJ’s advocate general.

E. Popularity with the ECJ
The ECJ has gained popularity since its establishment, and there ap-
pears to be no relief in sight.

The current caseload is five times more than what it was in 1970. Be-
tween 1970-80, the number of cases tripled from 79 to 279. Direct ac-
tions nearly quadrupled from 47 to 180. Preliminary references tripled
from 32-99. When the Court of First Instance (CFI) was established,
385 cases were brought (294 direct actions and 139 preliminary refer-
ences). From 1993-95, the total number of cases before the ECJ and
CFI exceeded 600 per year (including approximately 160 preliminary
references and 250 direct actions). At the end of 1995, there were 508
cases pending before the ECJ and 427 cases pending before the CFL'®

Many reasons have been suggested for the increased caseload of the
Court, such as lawyers and European citizens becoming more aware of
the possibilities for dispute resolution, the enlargement of the TEU,
Community law penetration into Member States, and Community policy
development and intensification in policies affecting all Member
States."® Also of relevance are the powers granted to the ECJ under Con-
solidated EU Treaty art. 228(2) (ex. art. 171(2)),""" and the expansion of
the Court’s jurisdiction by treaties other than Community treaties.'? Al-
though the establishment of the CFI and enlargement of its jurisdiction
has helped the caseload of the ECJ, the CFI continues to grow as well.'”

107. See id.

108. See id.

109. EC ADVISORY BOARD, supra note 49, at 1.

110. See id. at 2. Some of the important policy issues include: environment, consumer pro-
tection, trademarks, merger control, and harmonization of national regulations on public
health matters and others. See id.

111. See id. art. 228(2) gives the Court power to fine a Member State for non-compliance
of judgments in infringement proceedings.

112. See id. Other treaties that have given the ECJ jurisdiction are: Community Patent
Convention, Brussels and Lugans Conventions on Jurisdiction and Enforcement of Judg-
ments in Civil on Commercial Matters, and the Rome Convention on the law applicable to
contracts. See id. at 2-3.

113. See id.
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To help with the expediency of the caseload and the language barrier,
EC]J judges have other resources at their disposal such as legal secretar-
ies,”"* the Registry,'” the Library,"® Research and Documentation,'”
Translation Directorate,''® and Interpretation Service and Databases.'"’

III. PROTECTION OF INTELLECTUAL PROPERTY RIGHTS IN THE EU AND ECJ

There is no provision like Article I, Section 8, clause 8 of the U.S.
Constitution'® in any of the Treaties establishing the TEU that protects
intellectual property rights like the U.S. does.”! “Unfortunately, Member
States legal systems have different approaches as to the precise definition
of the rights, their acquisition, term, scope, administration, etc.”'?

When a Member-State law grants a monopoly of exploitation to the
owner of such a right, it follows that the owner may forbid any unau-
thorized third, party, or infringer, from any sale, use or other exploita-
tion within that State. If an industrial or commercial property right has
considerable economic significance, the owner in one State usually
seeks to obtain parallel protection in all of the other States of the
Community. This is not always possible, either because someone else
has prior conflicting rights in another State, or because another State
does not protect the right, or imposes differing requirements for rec-
ognition of the right. That sets the state for a Community law con-
flict.'?

114. Legal secretaries went from 1 per judge to 3 per judge. They are in charge of conduct-
ing preliminary research on a case. See EC ADVISORY BOARD, supra note 49, at 6.

115. The Registry conducts procedures before the Court. See id.

116. The Library provides research on particular issues of national/comparative law that
arise out of a case. See id.

117. Two hundred lawyer-linguists translate procedural documents, advocate general opin-
ions, and judgments into all Community languages. See id.

118. This group of legal specialists is in charge of interpretation of oral proceedings. See id.
at 6-7.

119. This service includes case law of ECJ and CFI, national decisions relating to Commu-
nity law, notes written on case law and a library catalog. See EC ADVISORY BOARD, supra
note 49, at 7.

120. See “The Congress shall have power . . . . To promote the Progress of Science and
useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to
their respective Writings and Discoveries.” U.S. CONST. art. I, § 8, cl. 8.

121. See Robert J. Coleman, The 1991 Horace S. Manges Lecture — Intellectual Property
and the European Community After 1992, 15 COLUM.-VLA J.L. & ARTs 117, 118 (1991).

122. BERMANN, supra note 13, at 396.

123. Id. at 406.
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“[R]arely in the overall Community harmonization of laws program has
there been such national reluctance to reach a consensus.” '

However, in implementing its goal of establishing a common market
place and breaking down internal barriers between Member States, the
EU has sought to harmonize intellectual property law in hopes of increas-
ing protection of intellectual property rights (which it refers to as ‘indus-
trial and community property rights’) of its citizens and businesses. The
EC Treaty does not specifically address a protocol for intellectual prop-
erty rights, and it “may in no way prejudice the rules in the Member
States governing their respective systems of property ownership.”'?
Many Member States that oppose the Union legislating intellectual prop-
erty rights have relied on article 222 as an argument against harmonizing
intellectual property law.'® However, there is a trend toward viewing the
Union as having the power to harmonize intellectual property law
throughout the Member States.'”” The Court has found authority for har-
monization within article 36 and 222, and it has created some legal in-
struments for those who desire to have their inventions and creations pro-
tected uniformly throughout the Member States.'”®

A. Treatment of Intellectual Property Rights within the EU and ECJ

The ECJ has ruled that Member States are free to legislate intellec-
tual property rights in the absence of Union law addressing the particular
right in question, as long as the Member State’s decision on how to legis-
late the intellectual property rights issue is not contrary to the last part of
Article 36.'"® Also, the ECJ has interpreted Article 222 as giving the
Court the power to make sure intellectual property rights are handled with
regard to the Treaty.'”® Facially, the language appears to give Member
States broad discretion on how it wishes to legislate. Unifying different
intellectual property laws is imperative if the implementation of a

124. Id. at 396.

125. Coleman, supra note 121, at 110 (paraphrasing Consolidated EC TREATY art. 295 (ex.
art. 222)).

126. See id.

127. See id. at 118-19.

128. See id. at 118. In Coleman’s view,

the {[ECJ] began to define the limits of Treaty provisions like [Consoli-
dated EU Treaty art. 30 and (ex. art 36) and art. 295 (ex. art. 222), . . .
which might have been thought to insulate national intellectual property
rights and the way in which they had traditionally been exercised from the
Union principles of free movement of goods and services.

Id.

129. Article 36 (now article 30 under the ToA) does not allow a Member State’s national
rules to be “a means of arbitrary discrimination or a disguised restriction on trade between
Member States.” See id. at 120.

130. See Coleman, supra note 121, at 121-22,
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“smooth-operating” internal market is to be achieved.””' Furthermore,
good policy reasons exist for harmonizing intellectual property laws.

ex post — as perceived after the investment in innovation has been in-
curred, incentives to innovation are not longer required - these exclu-
sive intellectual property rights are anti-competitive since they restrain
other people from taking advantage of innovation or reputation with-
out the consent of the holder. . . . ex ante - from the time when the de-
cision to invest or create was made — such rights encourage some
forms of innovation that otherwise might not be worthwhile and so
lead to a more competitive economy. Some inventions, once available,
can be easily coped and without protection, it would not be worth in-
vesting in making them.'**

1. Current Treatment of Various Intellectual Property Rights

There have been minimal efforts to harmonize intellectual property
law in the area of copyrights. Construing article 36 in regard to protecting
copyright owners,' the ECJ “held that once goods have been lawfully
placed in the Union market, either by the right holder or with his consent,
national intellectual property rights cannot be used to prevent goods from
entering another Member State.”"** Therefore, “the importation of copy-
righted goods cannot be prevented.”'”® The right holder’s intellectual
property rights are considered “exhausted” at this point."”® Intellectual
property rights are exhausted once certain events take place, depending
on whether it is a patent, copyright or a trademark.'”’ If these rights were
not exhausted at some point, the rights could expand indefinitely, thus
causing interference in the common market.'"”® Fortunately, there is less
need for action with copyright and similar rights, since its protection is
automatic and not dependent on registration.'*

With regard to providing services, article 59 through 66 of the TEU
(now articles 49 to 55 of the ToA) address protection of services, such as

131. See id.

132. VALENTINE KORAH, AN INTRODUCTORY GUIDE TO EC COMPETITION LAW AND
PRACTICE 216 (6th ed. 1997).

133. Article 36 “provides that treaty requirements ensuring the free movement of goods —
in particular Article 30 — do not preclude restrictions on imports justified by the need to pro-
tect industrial and commercial property, including copyright and neighboring rights.” Cole-
man, supra note 12, at 119.

134. Id.

135. Id.

136. See id.

137. See FREDERICK ABBOTT ET AL., THE INTERNATIONAL INTELLECTUAL PROPERTY
SySTEM: COMMENTARY AND MATERIALS PART ONE 604-05 (1999).

138. See id.

139. See Coleman, supra note 121, at 122.
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broadcasting.'* The Court has ruled “these provisions must also be inter-
preted as not prejudicing national intellectual property regimes, although
there is no explicit provision in the Treaty parallel to Article 36.”'*' The
“exhaustion” doctrine does not apply absolutely when the type of service
is a right-holder’s work exploited by permission through public perform-
ance or rental."? The policy behind such a ruling recognizes the right-
holder “has a legitimate interest in receipts from successive performances
or rental transactions.”'*
In the design field, the Court has recently

confirmed that neither the acquisition of an intellectual property right
nor its exercise in and of itself constitutes an abuse of a dominant po-
sition, even where the objects in question are spare parts for which
there is no alternative source of supply. Some further element of abuse
must be shown, such as predatory pricing or a refusal to supply.'*

Two possibilities exist for the move toward harmonization: a directive
and a Community wide system for intellectual property rights.'*® As will
be discussed, legislation in the area of trademark rights has been most
successful thus far, and the move toward harmonizing patent law is not
too far behind.

2. EU Trademark Directive

The first evidence of efforts to harmonize occurred with the enact-
ment of the European Union Trademark Directive 89/104. At the time of
the Paris Convention, registration methods differed in some areas of in-
dustrial property rights, like patents, that the Paris Convention had not
directly addressed.'"*® As a result, Member States had inherent power to
make agreements with one another as long as the agreement did not con-
flict with the TEU; thus, clearly showing the need for some type of har-
monization among the Member States, which the Union has not yet at-
tained.'"

The exclusive rights granted a trademark allow the owner to prevent
any authorized use of an identical or similar mark if it leads to a ‘like-

140. See Consolidated EC TREATY art. 49-55 (ex. arts. 59-66).

141. Coleman, supra note 121, at 119-20.

142. See id. at 120.

143. Id.

144. Id. at 121, For more information on design protection, see generally Graeme B. Din-
woodie, Federalized Functionalism: The Future of Design Protection in the European Un-
ion, 24 AIPLA Q.J. 611 (1996).

145. See BERMANN, supra note 13, at 422.

146. See Coleman, supra note 121, at 122.

147. See id.



392 TULSAJ. COMP. & INT’L L. [Vol. 7:375

lihood of confusion’ for consumers. The distinctiveness of the mark is
judged on a country by country basis and not on an EU level. Thus the
Commission makes it practically impossible for the Member States to
extend the geographical protection of a national trademark.'*

To alleviate some of these problems and give trademark owners
more protection, the Trademark Directive was the first major legal in-
strument to be adopted under the Single European Act (SEA).'* De-
signed to facilitate the free movement of goods by approximating na-
tional trademark laws, the Directive also attempts to eliminate the differ-
ences between the laws to prevent distorted competition within the inter-
nal market.'*

The concept of unionizing trademark law was born in the early
1970’s when the Commission decided trademark law should be dealt with
through Article 100 and 235 of the TEU."' “Community Trademark in-
fringement and validity conflicts [are] governed by the national law of the
Member States as applied by the court hearing the action. Decision(s] . . .
[are] binding in the entire EU to insure uniformity.”'*> With the Commis-
sion adopting the Council Regulation for Community Trademark, which
established a single trademark valid throughout the entire EU and the
creation of the EU Trademark Office, any community trademark owner
wishing to challenge trademarks under both Community Trademark Law
and national trademark law is free to do so."”

One advantage that Community Trademark Law grants to a trade-
mark owner is that the owner’s trademark remains valid forever once it
has been used in at least one Member state, unlike national law which
will cancel a trademark registration if not used in the given territory for
five years,'™ and unlike U.S. law where the owner loses his right to a
trademark if he does not pay the fees to keep the trademark current or
ceases using the trademark in interstate commerce.

148. Vandebeek, supra note 12, at 1613.

149. The Single European Act (SEA) occurred in 1986 and went into force on July 1, 1987.
It “empowered the Union to legislate by qualified majority [vote] to establish the internal
[Unton] market by December 31, 1992.” Coleman, supra note 121, at 123. The adoption of
the unionization of trademark law through the SEA helped drop the internal market legisla-
tion from ten years to between two and three years. See id. at 124.

150. See Vandebeek, supra note 12, at 1612-13.

151. Article 100 (now article 94 ToA) deals with harmonization of national laws. Article
235 (now article 308 ToA) deals with the creation of the Union Trademark system. See
Coleman, supra note 121, at 122-23,

152. Id. at 1611.

153. Seeid.

154. Seeid.
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3. EU Patent Law: A Comparison between European Patent Conven-
tion (EPC) of 1973 and Community Patent Convention (CPC) of
1975.

There arc two patent organizations within the EU: the EPC and the
CPC. The European Patent Convention (EPC) of 1973 protects patents
(called a European patent, or EP) in a different way from the CPC. The
EPC applies to any European state wishing to enter into the Convention,
unlike the CPC, which only applies to Member States.'> At its inception,
all the Member States and five non-EC countries signed it.”*® Since then,
the EPC has been ratified by all Member States and some other non-EU
countries.'”” There are approximately 21 countries that have voluntarily
entered into the Convention."”® The EPC has achieved the creation of a
European Patent, which has the effect of a national patent in any contract-
ing State.'” In fact, the uniqueness and flexibility of the EP system has
made it a popular choice for patenting, especially in the industry.'® Under
the EPC, an inventor wishing to secure his intellectual property rights can
file an application with the European Patent Office.'®' Once the office has
conducted a search for similar inventions, it grants the inventor a pat-
ent.'®At this point, the inventor’s rights are protected in each of the rati-
fying states for twenty years.'® Once granted by the completion of one
application where an applicant can choose the number of countries in
which a patent will apply, an EP is considered a national patent in all re-
spects.'®

In 1995, the CPC was ratified as a supplement to the EPC.

The CPC provides for a Community patent, with a “unitary character,”
effective on essentially the same terms throughout the Community.
Community patents could be expected largely to supplant national
patents, although the CPC permits national patent laws and systems to
continue to exist for inventors who wish to use them. The CPC would
further harmonize substantive concepts, notably that of infringement.
A Litigation Protocol would harmonize national litigation procedures
and create a new Community Patents Appeals Court. The Court of
Justice would have jurisdiction to interpret the CPC within the general

155. See Vandebeek, supra note 12, at 1616.
156. See BERMANN, supra note 13, at 422-23.
157. See id.

158. See Vandebecek, supra note 12, at 1616.
159. See id.

160. See id.

161. See BERMANN, supra note 13, at 422,
162. See id.

163. See id. at 422-23.

164. See Vandebeek, supra note 12, at 1616.
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system of Community law.'®®

The CPC’s fate is still unclear due to the reluctance of some Member
States to sign it."® The CPC seems to have made a unified patent system
a goal by stating in its Preamble that the “creation of such a Community
patent system is therefore inseparable from the attainment of the objec-
tives of the [EU] Treaty.”'¢’

The EU Patent Agreement sets out the standard for review of claims
concerning infringement and validity of EU patents.'® Such claims will
first be heard by the Revocation Divisions and the Patent Administration
Division.'® If a litigant is not satisfied at this point, an appeal can be
made to the Common Appeal Court.'” If a party wishes to seek an
injunction and/or damages, these claims must be made to the national
courts where the defendant is or where the patent was infringed."”" In all
cases, the ECJ has jurisdiction under Article 177 of EC Treaty to give
preliminary rulings only.'”

a. The Comparison

Differences exist between the CP and EP Systems. Not only is the
EP system’s scope more broad, but its membership is voluntary, unlike
the CP System which is available only to Member States and is obliga-
tory.'” Also unlike the CP System, the EP System grants the requested
patents in a centralized system without approximating national laws.'”
However, the CP system is a more financially practical method of obtain-
ing patents throughout Europe since an applicant only has to pay one fee
and the renewal fee is low.'” Also, the CP System provides patent protec-
tion throughout the Member States, whereas the EP System’s enforce-
ment depends on each contracting State’s national laws.'”

The advantages of an EU-wide patent (CP System) include uniform
laws and procedures and equal effect throughout the Member States, as
well as a central office called the European Patent Office.'” A possible

165. BERMANN, supra note 13, at 423.

166. See id. at 423.

167. Vandebeek, supra note, 12 at 1616-17.

168. See id. at 1615.

169. See id.

170. See id.

171. See id.

172. See Vandebeek, supra note 12, at 1615.

173. See id. at 1616.

174. See id.

175. See id. at 1617

176. See id.

177. See Vandebeek, supra note 12 at 1614-15. This office is expected 10 collect fees and
revenues, supervise financial matters and effects of a single EU patent and deal with exami-
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problem with the pending system is that the single EU patent system
would only complement the individual national patent systems, thus leav-
ing a contracting State free to decide what conditions will invalidate a
national patent.'”

Although the CP System is heavily criticized for being too complex,
it appears to be the better choice for an inventor desiring to get the most
adequate patent protection possible. Nevertheless, a EU-wide patent sys-
tem is clearly the most efficient way of obtaining TEU objectives and
harmonizing intellectual property laws throughout Europe.

Because of Article 177 limitation on the Court to only interpret the
Treaty, “the ECJ cannot rule on whether decision by national courts con-
form to the EU Treaty or ensure the uniform application of Community
law through direct proceedings, . . . [thus making the] patent system en-
tirely dependent upon the cooperation of the national courts.””” As a re-
sult, this limitation leaves the Court to deal with the solutions offered by
the Commission, which makes the Commission the most important insti-
tution in reaching EU Treaty objectives, since it is the creator and en-
forcer of patent regulations.'®

When the Court has dealt with intellectual property issues, it has not
always been consistent, especially in the area of competition law, specifi-
cally, licensing intellectual property rights.”® In one breath, the Court
acknowledged that the policy of intellectual property is “to exclude others
and that there is no duty to grant licenses, even in return for a reasonable
royalty.”'® In the next breath,

it suggested that refusing to license, while charging too much for the
product protected by the right, or refusing to see it might amount to an
abuse. If the intellectual property right is justified on the ground that it
fosters creative activity, its very function is to enable holders to charge
whatever the market will bear."™

Since then, the licensing of intellectual property has been hotly debated.
b. Biological and Pharmaceutical Inventions

The CPC has realized the need and chosen to single out biotechno-
logical inventions as needing special attention, since its role is gaining

nation claims, revocation or opposition proceedings, and applications for renewal that will be
required every two years. See id.

178. See id.

179. Id. at 1623-24 (interpreting Consolidated EC TREATY art. 234 (ex. art. 177)).

180. See id.

181. See KORAH, supra note 132, at 113.

182. Id. (paraphrasing Case 238-87, Volvo v. Veng, 1988 E.C.R. 6211).

183. Id. at 114.
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importance within the European economy.'® In attempts to achieve har-
monization, the Commission created a Council Directive specifically
dealing with biotechnological inventions, and it gives legal protection to
inventions that are novel, innovative and have industrial application.'® To
gain the benefit of this legal protection, it is not necessary for the entire
invention to be biotechnological.'® A patent will be granted if one step of
the invention is micro-biotechnological." The desire for such a Directive
was aimed at protecting biotechnological inventions against the United
States and Japan by ensuring that industries will be offered effective EU-
wide patent protection and safeguarding the results of the industry’s re-
search activities in the EU.'®®

Of all the patentable subject matter, one of the most vulnerable is the
pharmaceutical industry. Pharmaceuticals are important to the health of
individual. Many hours are spent on the research and development and
safety testing before the products enter the market. Obviously, this costs
money. Naturally, the way for industries to recoup is to be able to be the
only source for their inventions. However, there is no guarantee the in-
dustries will have the opportunity to recoup before their product will be
reverse engineered and sold for a lesser price by ‘free riders’ — “they take
a free-ride on the investment of the innovator.”'®

Therefore, more consistent legislation to protect intellectual property
rights is needed. A similar circumstance occurred in Merck v. Stepher
where the Court upheld Member States ability to legislate nationally on
intellectual property rights, and it still remains good law today.'”® Laws
protecting pharmaceuticals are now harmonized since all of the Member
States have joined the EPC, thus mandating Member States compliance
with protecting intellectual property rights to the fullest extent under the
Convention.'!

B. How the Treaty of Amsterdam (ToA) has affected the EU

Since the EU’s establishment in 1952, none of the treaties have pro-
vided for legislation in intellectual property law.'*”? “This means that leg-
islation in this field must always be justified by reference to the internal
market goal using [Consolidated EU Treaty art. 95 (ex. art. 100a)].”'”
Currently, the EU does not have policies or directives on intellectual

184. See Vandebeek, supra note 5, at 1618.

185. See id.

186. Seeid.

187. See id.

188. See id.

189. KORAH, supra note 132, at 16.

190. See id. at 220, 230 (paraphrasing Case 187/80 Merck v. Stepher 1981 E.C.R. 2063).
191. See id. at 233.

192. See BERMANN, supra note 13, at 205.

193. Id.
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property, and the ToA did not impose any treaty measure or protocol for
intellectual property.

1. The Institutions

Since the conferences leading up to the ToA and the subsequent rati-
fication of the treaty in May, 1999, conversation and emotions about the
changes have been optimistic:

[flirst and foremost, the Treaty of Amsterdam creates a framework
within which European society can be structured. It provides a system
of rights, political powers for its citizens, and policies aimed at ad-
dressing the citizens’ main concerns at the European level. By now it
is clear, that the European Union is in a position to guarantee its citi-
zens: respect for human rights through a system of obligations and
sanctions that apply to the Member-States; the defense of certain fun-
damental principles, such as non-discrimination and equality of men
and women, particularly in social matters; transparency in the system
and actions of the Union; and major responsibility in essential areas
such as employment, environmental and consumer protection, public
health and safety, freedom of movement, the security of Union citi-
zens, and immigration.194

Conversely, others view the ToA as not living up to its expectations
and not making progress with its stated objectives. “Because the Confer-
ence failed to adopt decisions on the enlargement adaptation issue, it is at
time considered a complete failure and the Amsterdam Treaty viewed as
being so unimportant as to make it a ‘non-event.””'*”* “Commentators who
were hoping for some great institutional overhaul before enlargement
have been disappointed and have consequently written Amsterdam off as
a fiasco or farce.”'®

The main areas effected by the ToA were: freedom, security and jus-
tice; the Union and the citizen; common foreign and security policy; and
the Union’s institutions.'”” The reformation of the institutions was to pre-
pare it for the EU’s enlargement in the next few years. “There was a dual
objective: to improve the democratic legitimacy of the institutions and to
strengthen the effectiveness of the institutional set-up with a view to en-
largement.”'®

194. Marcelino Oreja, The Recent Evolution of the European Union, 22 FORDHAM INT'L
L.J. 81, 82 (1999).

195. Philippe Manin, The Treaty of Amsterdam, 4 CoLUM. I. EUR. L. 1, 3 (1998).

196. Michel Petite, The Treaty of Amsterdam, Harvard Jean Monnet Working Paper No.
2/98, <http://www.law .harvard.eduw/Programs/JeanMonnet/papers/98/98-2-html.>.

197. See id. (This article will only discuss the renovation to the institutions.)

198. Id.
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As discussed earlier, in the past the Parliament has not been empow-
ered like other common law country legislatures. But with the gains at the
Conference on the ToA, the Parliament is now viewed as a “full arm of
the European legislature alongside the Council.”'® One example is that
the Parliament now has co-decision power and procedure with some of
the other institutions in more areas than before.”® Also, it is on an equal
footing with the Council now when it comes to “the third reading” of the
co-decision procedure of article 189b. “The removal of this rather one-
sided reading puts Parliament on an equal footing with the Council. This
means that where conciliation is unsuccessful, the proposed instrument
will be dropped.”®"

Few changes were made to the Council, even in light of criticism of
its powers and how it would have considerable impact on the new Mem-
ber States when the EU enlarged.”” One of the changes was to the Coun-
cil’s limited extension of the use of qualified majority voting.’® “This
may be regarded as the main failing of the Amsterdam Treaty.™ The
qualified majority will only effect the new treaty provisions, such as in-
centives measures for employment and social matters; equal opportunities
for men and women; social exclusion; public health, anti-fraud measures;
openness; outermost regions.”” An extremely heated debate broke out
about the reweighting of the Council’s votes.””® The Conference was split
on the best formula for reweighting the votes, as some viewed it as dilut-
ing the power of the Council and because reweighting is linked to the
number of Commission members.””” To no one’s surprise, no agreement
was reached.”®

Because reweighting is linked to the question of the number of Com-
mission members a Protocol was drawn up by deferring consideration
of the whole matter until after the next enlargement. This is now a pre-
condition for any amendment of the composition of the Commission.
It was stated that any new weighting would take account of the situa-
tion Member States that have to give up their second Commission

member.2®

199. Id.

200. See id.

201. Petite, supra note 196.
202. See id.

203. See id.

204. Id.

205. See id.

206. See Petite, supra note 196.
207. See id.

208. See id.

209. Id.
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The biggest discussion about the Commission dealt with the number
of its members; however, other useful changes were accomplished as
well.*'® There was wide agreement that the role of the President ought to
be increased, thus, the position was upgraded.”'’ Also, the Commission’s
right of initiative was strengthened as well.”””

The Court was reformed in two notable ways. Under the freedom and
security provisions, the Court has its jurisdiction initially set out by the
Treaty with the following restrictions:

preliminary rulings may be sought only by last-instance courts. These
courts must refer such cases, as stipulated in the third paragraph of the
existing article 177 [now article 234]; in addition to jurisdiction to
give preliminary rulings, there is also a type of actions ‘in the interests
of law’, which may be brought by the Council, the Commission or a
Member State; the Court has no jurisdiction to review operations relat-
ing to the maintenance of the law and order and the safeguarding of
internal security.213

However, the Court’s jurisdiction was broadened to cover the areas under
the third pillar:

jurisdiction to give preliminary rulings is restricted to cases before
courts in Member-States which have made a declaration stating that
they accept this jurisdiction. The courts then have the right but no ob-
ligation to request a preliminary ruling; actions for review of the legal-
ity of decisions may be brought only by the Member-States or the
Commission; the Court also has jurisdiction to rule on any dispute be-
tween Member-States or between the Member-States and the Com-
mission regarding the interpretation or application of acts adopted un-
der the third pillar.?"*

The Court of Justice is given jurisdiction to give preliminary rulings
on the validity and interpretation of decisions and conventions if any
Member-State declares that it will accept the jurisdiction of the Court
for that purpose. This mechanism is similar to, and indeed modeled af-
ter, the mechanism employed by the International Court in The Hague
[otherwise known as the ICJ].%*

210. See id.

211. See Petite, supra note 196; see Petite for more information on how it was upgraded.
212. See id.

213. Id.

214. Id.

215. See Manin, supra note 193, at 5.
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The big issue at the Conference regarding the ECJ appears to have
been its jurisdiction in regard to giving preliminary rulings. It lightens the
caseload of the ECJ slightly and helps higher national courts to stay
abreast of Community law. However, there is no doubt this restriction on
preliminary rulings can affect lower courts — courts of first instance —
with a Community law issue on how to apply the law.*'® This restriction
in effect forces further delays in adjudicating matters even longer than
before. Now, a lower court cannot seek guidance directly from the ECJ; it
must first look to the highest court of its jurisdiction.

It is gratifying to see that none of the many ideas intended to limit the
access to the Court or to restrict the Court’s powers, which had been
voiced in the public debate or proposed officially, passed the Confer-
ence. It is disquieting, however, that Title Illa of EC Treaty, inserted
by the Amsterdam Treaty, excludes the faculty for national courts of
first instance to request preliminary rulings. Fortunately, the Council
is empowered to adapt the provisions relating to the powers of the
Court in this area when experiences have been gained during the tran-
sitional period of five years. This problem is of great importance for
the effective protection of the rights of the individual persons affected
by the provisions in this Title. For practical and economic reasons the
decision of a court of first instance will, to them often mean the final
decision. . . . The extension of the Court’s jurisdiction to areas outside
the Community Treaties is certainly an achievement, and it is impor-
tant that this extension also applies to conventions, where the question
until now has created great difficulties.?"”

2. Intellectual Property

The most discouraging outcome to patent prosecutors and inventors
is what the treaty did not do for intellectual property law. Leading up to
the Conference, there was wide agreement among those involved in the
objectives of the treaty that EC Treaty article 113 (now article 133 under
the ToA) had been interpreted and applied too narrowly; therefore, mod-
ernization of the article was imperative.?'® Also, it was clear that intellec-
tual property should be explicitly included in the modernization of article
113 (now article 133 under the ToA) due to the worldwide trade negotia-
tions, including GATT, TRIPS, and others and subject to a qualified ma-
jority system instead of a unanimity system.?’

216. See Ole Due, The Impact of the Amsterdam Treaty on the Court of Justice, 22
ForDHAM INT’L L.J. S48, §71(1999).

217. Id.

218. See Petite, supra note 196.

219. See id.
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Those opposing the unanimity system strongly believed that Member
States not in agreement with proposed legislation on the harmonization of
intellectual property laws could pressure the Member States that were
willing 1o accept harmonization, thus defeating the whole purpose of in-
cluding intellectual property laws in article 113 (now article 133 under
the ToA).” Also, based upon past instances of some Member States’
conduct, those supporting the inclusion of intellectual property in the new
article 113 were fearful Member States would make its agreement to
harmonization conditional upon unreasonable demands being met.** In
the end,

[d]espite long discussions and endless attempts it proved impossible to
substantially modernize the provisions of Anicle 113 [now article 133
under the ToA] which was therefore left as it stands, A modest new
provision was, however, included at the last minute, with the aim of
introducing a “fast track™ the Council acting unanimously, may at a
future date extend the application of Article 113 to international nego-
tiations and agreements concerning services and intellectual property
not already covered by the article. ™

On the brighter side, this is not the end of the ever-evolving Euro-
pean integration. Most would agree that the EU made more progress in
the Conference on the ToA than in past Conferences.” “And like any
treaty, everything will depend on what is made of it in practice.”?*

IV. THE UN AND THE INTERNATIONAL COURT OF JUSTICE

The International Court of Justice is the principal organ of the United
Nations (UN). Established in 1946, it’s the successor court to the Perma-
nent Court of International Justice (PCII) that existed during 1922-1946
under the League of Nations.™ Between 1922 and 1940, the PCIJ issued
29 decisions and 27 advisory opinions.™® At first glance, this does not
appear to be a very busy court; however, at the time, this was considered
significant judicial activity. When the war began in 1939, the PCIJ’s exis-
tence was questioned.””’” Soon thereafter, the Court was dispelled.

220. Seeid.

221. See id.

222. Id.

223. See Pctite, supra note 196.

224, Id.

225, See The International Court of Justice, History (visited Apr. 9, 2000) <http://www.icj-
cij.org/iciwww/igeneralinformation/ibbook/bbookchapterl.htm> [hereinafter IC) History].

226. See id.

227. Seeid.
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In 1943, the United States began discussions of reestablishing the
Court.”® After many discussions with other countries’ officials, the Court
was reestablished under its current name, the International Court of Jus-
tice or ICJ.?® At the time the Court was established, resolution methods
to disputes were still developing.”® Several methods for peaceful settle-
ment of disputes had been in place at the time the Court was created, and
some countries felt a world court would be another viable method for
dispute resolution. The UN Charter reflects and recognizes all of the
methods of peaceful settlements of disputes: negotiation, enquiry, media-
tion, conciliation, arbitration, judicial settlement, and resort to regional
agencies or arrangements.”'

Recognized as the Court for the World, it seeks to resolve disputes
using principles of international law.”*> The Court has no power to render
constitutional decisions on the decisions or actions of the other UN or-
gans.”® However, it is not bound by any previous decisions it has ren-
dered.”™ In addition, the court has the power to issue advisory opinions
upogsrequest from the UN Security Council or the UN General Assem-
bly.

The Court has three main tasks: (1) “to decide disputes between
States in accordance with the provision of its Statute;”® (2) supply judi-
cial guidance and support for the work of other United Nations organs
and for the autonomous specialized agencies through the provision of
advisory opinions; (3) engage in the performance of the ‘extra-judicial’®’
activities.”® Like any other court, its main task is to settle disputes,”
contribute to peace and promote friendly relations among the States.>*

228. See id.

229. See id.

230. See ICJ History, supra note 225.

231. See U.N. CHARTER art. 33,

232. See The International Court of Justice, International Law (visited Apr. 9. 2000)
<hup://www.icj-cij.org/icjwww/igeneralinformation/ibbook/bbookchapter7.htm> [hereinaf-
ter ICJ International Law].

233. See SHABTAI ROSENNE, THE WORLD COURT 36 (4th ed. 1989).

234. See id.

235. See ICJ History, supra note 225.

236. ROSENNE, supra note 188, at 35. Non member States can also appear before the Court
as applicant, respondent, and intervener — hence, the name World Court as well as Interna-
tional Court of Justice.

_237. Id. at 35. These activities include appointing umpires, presidents of arbitral commis-
sions and other tribunals, and similar offices.

238. Id.

239. See ROSENNE, supra note 233, at 37.

240. See ICJ International Law, supra note 225.
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A. Structure of ICJ and Parties before the ICJ

Currently, 15 judges sit on the ICJ, and the UN General Assembly
and the UN Security Council elect each to nine-year terms of office.”*’
Every three years elections are held for one-third of the seats, and each
judge is of a different nationality, sitting independently of their coun-
try.>*? It follows that no two judges of the same nationality may simulta-
neously sit on the Court. Like the ECJ, retiring judges may be re-
elected.” If it desires, a State may appoint a judge to sit ad hoc in a case
when its nationality is not represented among the current Court.”*

Much like the ECJ, the Statute of the Court allows the ICJ to set up a
special chamber consisting of three or more judges to deal with particular
cases of categories as the Court has discretion to determine.”* Also, the
Court can set up an ad hoc™® chamber to handle specific disputes which
consists of any number of judges the Court deems necessary with the ap-
proval of the parties.*"

Member States of the UN can be heard by the ICJ; hence, the reason
for the Statute becoming an integral part of the Charter — to make sure the
Court had the support of the members and to ensure the Court was not
viewed as distinct and by itself.”*® The Court’s status as a principal organ
imposes on it the responsibility of participating in the work of the Or-
ganization on an equal footing with the other principal organs, within the
limits of its competence.” The Court will cooperate with the other or-
ganizations of the UN as long as it is within and compatible with its judi-
cial character.”® “It reacts to the initiatives of States and other organs in a
spirit of cooperation. It has no power of initiating action itself.””' An ICJ
judgment in a contentious case is final, without appeal and only binding
on the parties of the particular case.””

B. Jurisdiction of ICJ and Compulsory Jurisdiction of the ICJ
The jurisdiction of the ICJ is very different from the EU. The ICJ has
jurisdiction over a dispute only if the States have accepted jurisdiction in

241. See IC), The Court at a Glance, (visited April 9, 2000) <http://www.icj-
cij.org/icjwww/igeneralinformation/icjgnnot.html> [hereinafter ICJ The Court at a Glance].

242. See id.

243. See id.

244. See id.

245. See U.N. CHARTER art. 26, para. 1.

246. For more information on the ad hoc chambers that have been formed, see ROSENNE,
supra note 188, at 69-72.

247. See U.N. CHARTER art, 26, para 2,

248. See ROSENNE, supra note 233, at 28.

249. See id.

250. See id.

251. Id. at 36.

252. See U.N. CHARTER arts. 59 and 60.
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one of three ways:

(1) by the conclusion between them of a special agreement to submit
the dispute to the Court; (2) by virtue of a jurisdictional clause, i.c.

. typically, when they are parties to a treaty containing a provision
whereby, in the event of a disagreement over its interpretation or ap-
plication, one of them may refer the dispute to the Court. Several hun-
dred treaties or conventions contain a clause to such effect; (3)
through the reciprocal effect of declarations made by them under the
Statute whereby each has accepted the jurisdiction of the Court as
compulsory in the event of a dispute with another State having made a
similar declaration.”

“Tt is well established in international law that a State cannot, without
its consent, be compelled to submit its disputes with other States to me-
diation, arbitration, or any other kind of [peaceful] settlement;” hence,
this voluntary jurisdiction is provided for by Article 36(1)** of the Stat-
ute.” A State can consent to compulsory jurisdiction of the ICJ by either
becoming a member of the UN,”¢ or by becoming a party to the ICJ Stat-
ute, without becoming a member of the UN, “by accepting the conditions
to be determined in each case by the General Assembly upon recommen-
dation of the Security Council.”*’ Compulsory jurisdiction is also al-
lowed through Article 36(1) and exercised when States agree to refer cer-
tain categories of legal disputes to the ICJ through certain conventions
and treaties.”® The ICJ Statute provides for States that are not parties to
the Iilslg\l Charter or to the ICJ Statute to consent to the Court’s jurisdic-
tion.

253. ICJ The Court at a Glance, supra note 241.

254. “The jurisdiction of the Court comprises all cases which the parties refer to it and all
matters specially provided for in the Charter of the United Nations or in treaties and conven-
tions in force.” U.N. CHARTER art. 36, para. 1.

255. See STANIMIR A. ALEXANDROV, RESERVATIONS IN UNILATERAL DECLARATIONS
ACCEPTING THE COMPULSORY JURISDICTION OF THE INTERNATIONAL COURT OF JUSTICE |
(1995).

256. See U.N. CHARTER art. 93, para. 1 (stating that all UN members are automatically
parties to the Statute of the 1CJ).

257. Id. “A state which is not a Member of the United Nations may become a party to the
Statute of the International Court of Justice on conditions to be determined in each case by
the General Assembly upon the recommendation of the Security Council.” U.N. CHARTER
art. 93, para. 2.

258. See ALEXANDROV, supra note 255, at 6 (construing U.N. CHARTER art. 36, para. 1).

259. See U.N. CHARTER art. 35, para. 2 (“The conditions under which the Court shall be
open to other states shall, subject to the special provisions contained in treaties in force, be
laid down by the Security Council, but in no case shall such conditions place the parties in a
position of inequality before the Court.” /d.)
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C. Reservations in Unilateral Declarations

The term ‘reservution’ in the context of the compulsory jurisdiction of
the Court issued in the broadest sense to include rescrvations, condi-
tions, exclusions, cxceptions or limitations on the jurisdiction recog-
nized by the Declaration. The criterion is the expression by a State in
its declaration of some condition or exclusion by which it seeks to
limit the jurisdiction accepted, even though the condition or exclusion
might arise independently of the declaration from the provisions of
the Statute.”™

A party can make almost any reservation it wishes as long as it is not
inconsistent with the ICJ Statute or does not try to make reservations af-
fecting the functioning and organizing of the Court.”' The validity and
permissibility of reservations will be determined on a casc by case ba-
sis.” If a reservation is inconsistent with a statute, the question remains
whether the reservation can be separated from the declaration, or if the
invalid reservation deems the declaration invalid too, and then in turn,
invalidates the compulsory jurisdiction.*®

D. Procedure, Judgment, and Sources of Law

The procedure of the Court is set out in the ICJ Statute and the Rules
of the Court.” There is a written phase and an oral phase. The written
phase is like the American courts where the parties submit pleadings to
the Court and to one another.”® The oral phase is the public hearings
where the parties argue their case to the Court.*®

The Court delivers its judgment in public after it has deliberated in
chambers.” The judgment is final and without appeal.*® Unlike the ECJ,
concurring and dissenting opinions can be given, and a judge can attach
his vote to a judgment; however, the deliberations remain secret.”® Deci-
sions of the Court have binding effect between the parties only. Despite
the fact that all UN Member States are parties to the ICJ Statute,” there

260. ALEXANDROV, supra note 235, at 17 (paraphrasing Herbert W. Briggs, Reservations to
the Acceptance of Compulsory Jurisdiction of the International Court of Justice, 93 HAGUE
RECUEIL 229, 230 (1958)).

261. See id. at 19.

262. See id. at 20.

263. See id.

264. See ICI The Court at a Glance, supra note 241.

265. Seeid.

266. See id.

267. See id.

268. Seeid.

269. See ROSENNE, supra note 233, at 132, 136-37.

270. U.N. CHARTER art. 94 states, “Each member of the United Nations undertakes to com-
ply with the decision of the International Court of Justice in any case to which it is a party.”
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have been a few instances of partial or complete failure to comply with an
ICJ judgment.””" Even though the Security Council has the power to en-
force judgments,” it has yet to do s0.”® From 1946 to 1996, the Court
has issued 47 judgments and 23 advisory opinions.”™

In its resolution 44/23 of 17 November 1989, the General Assembly
declared the period 1990-1999 as the United Nations Decade of Inter-
national Law, and considered that one of the main purposes oi the
Decade should be: ‘to promote means and methods for the peaceful
settlement of disputes between States, including resort to and full re-
spect for the International Court of Justice.”?”

When applying the law to a particular case, the court draws from in-
ternational treaties and conventions in force, international custom, gen-
eral principles of law, judicial decisions (as subsidiary means), and the
teachings of the most highly qualified publicists.” The Court is to derive
the applicable international law from various sources:

(a) international conventions, whether general or particular, establish-
ing rules expressly recognized by the contesting States; (b) interna-
tional custom, as evidence of general practice accepted as law; (c) the
general principles of law recognized by civilized nations; (d) subject
to the provisions of Article 59, judicial decisions and the teachings of
the most highly qualified publicists of the various nations, as subsidi-
ary means for the determination of rules of law.?”’

Other sources the Court uses that are not listed above are unilateral
acts of international law, decisions and resolutions of international or-
gans, general principles of equity and justice, and normal processes of
judicial reasoning.””® “By interpreting the international law in force and
applying it to specific cases, the Court’s decisions clarify that law, and

271. See ROSENNE, supra note 233, at 44-46.
272. U.N. CHARTER art. 94, para. 2 states
If any party to a case fails to perform the obligations incumbent upon it
under a judgment rendered by the Court, the other party may have re-
course to the Security Council, which may, if it deems necessary, make
recommendations or decide upon measures to be taken to give effect to
the judgment.
Id.
273. See ROSENNE, supra note 235, at 44,
274. See IC] History, supra note 225.
275. 1d.
276. See IC] The Court at a Glance, supra note 241,
277. U.N. CHARTER art. 38, para. 1.
278. See IC] International Law, supra note 225.
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thereby frequently pave the way for the progressive development of in-
ternational law by States, . . ."*"°

E. Precedent in the World Court

1t has been said that it is not right to speak of precedents in the case
of decisions of the Court.”™ “But the fact that the doctrine of binding
precedent does not apply means that decision[s] of the Court are not bind-
ing precedents; it does not mean that they are not ‘precedents.””®' The
two bases on which the Court’s use of precedent rests are the general
jurisprudential basis and the statutory basis.**

The ICJ Statute states that a judgment of a chamber “shall be consid-
ered as rendered by the Court;””*’ however, the precedential value of a
chamber decision is controverted.®® One argument is that a chamber is an
‘independent organism’ under Article 26.”*° This argument is countered
by interpreting Article 25, paragraph 1?*° of the Charter to mean that

elsewhere in the Statute [a] provision is made for the Court . . . to sit
otherwise than in its ‘full’ formation. That [provision] contemplates
the Court acting through chambers. . . . Thus, a decision of a chamber
is not rendered by a judicial body independent of the Court; it is given
by the Court sitting in a special formation.*®’

As a result, the Court has made use of chamber decisions when deciding
cases as a full court.”

The same reasoning applies to ad hoc chamber decisions when keep-
ing in mind how representative the chamber is of the Court and the rela-
tionship between the chamber and the international community, espe-
cially since the judges that sit on the ad hoc chamber have to have the
approval of the parties.”®

According to Article 59 of the ICJ Statute, no parties are bound to an
advisory opinion; however, “the practical effect of an advisory opinion in

279. Id.

280. See MOHAMED SHAHABUDDEEN, PRECEDENT IN THE WORLD COURT 167-68 (1996).

281. Id. at 2.

282. See id. at 40-47 for more information on the jurisprudential and statutory bases.

283. U.N. CHARTER, art. 27, ICJ Statute.

284. See SHAHABUDDEEN, supra note 280, at 1635.

285. See id. (paraphrasing SHABTAI ROSENNE, Article 27 of the Statute of the International
Court of Justice, 32 VA. J. INT'L. L. 230 (1991)).

286. “The full Court shall sit except when it is expressly provided otherwise in the present
Statute.” U.N. CHARTER art. 25, para. 1.

287. SHAHABUDDEEN, supra note 280, at 172-73.

288. See id. For more information on the particular chamber decisions used in subsequent
cases heard by the full Court, see generally, SHAHABUDDEEN, supra note 280.

2R9. See id. at 175.
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securing conformity with a particular course of conduct is consider-
able.”290

F. ICJ Influence on UN Specialized Agencies

Part of the UN family is a large group of autonomous and independ-
ent specialized agencies.””’ Among these agencies is the WIPO.?* The
UN Charter empowers the General Assembly to require some of the Spe-
cialized Agencies to seek advisory opinions of legal questions from the
IC1.*?® However, the other autonomous bodies of the UN, such as the
United Nations Children’s Education Fund (UNICEF), the United Na-
tions Environment Programme (UNEP), and the United Nations Confer-
ence on Trade and Development (UNCTAD), have been required to re-
quest advisory opinions and has yet to show a reason to need to.”**

The UN Charter requires the Court to advise any public international
organization whether its constituent instrument is in question before a
case.” When this occurs, and it has happened in some contentious cases,
the Court can require the organization to furnish it with any relevant in-
formation necessary to decide the case.”® Also, most of the constituent
instruments of the Specialized Agencies have a provision of dispute set-
tlement authorizing the agency to take some disputes to the ICJ.*’ One of
the objectives of this dispute settlement provision was to try and increase
the judicial business of the Court; however, only three*® of the Special-
ized Agencies have done s0.”* As a result, the Secretary-General has rec-
ommended organs’ constituent instruments that contain this provision to
look to the Court more often for advisory opinions.**

290. Id. at 165-66.

291. See ROSENNE, supra note 233, at 38-40. Today, these include: the Food and Agricul-
ture Organization (FAO), the World Health Organization (WHQ), the International Bank for
Reconstruction and Development (IBRD), the International Civil Aviation Organization
(ICAQ), the International Development Association (IDA), the International Finance Corpo-
ration (ICF), the International Fund for Agricultural Development, the International Labour
Organization (ILO), the International Maritime Organization (IMO), the International Mone-
tary Fund (IMF), the International Telecommunication Union (ITU), the World Meteorologi-
cal Organization (WMO), the United Nations Educational, Scientific, and Cultural Organiza-
tion (UNESCO), the United Nations Industrial Development Organization (UNIDO), the
Universal Postal Union (UPU), and for some purposes, the International Atomic Energy
Agency (IAEA). See id.

292, See id.

293. See id. at 40 (paraphrasing U.N. CHARTER art. 96, para. 2.) This is done through
Relationship Agreements.

294. See id.

295. See id. at 39 (paraphrasing U.N. CHARTER art. 34).

296. See ROSENNE, supra note 233, at 39.

297. See id. at 39.

298. UNESCO, IMO and WHO. See id. at 40.

299. See ROSENNE, supra note 233, at 40.

300. See id. at42.



2000] INTELLECTUAL PROPERTY 409

Members now are typically handling their international issues
through arbitration, setting up standing tribunals to handle specific dis-
putes of a specialized nature.” Under the UN, these include the Interna-
tional Centre for Settlement of Investment Disputes, the Law of the Sea
Convention,™ and United States Commission on International Trade Law
Rules (UNCITRAL). The reasons offered are because of the ICJ’s inabil-
ity to enforce judgments and the lengthy time with which it takes to pro-
duce a judgment.

V. IS HARMONIZATION THE KEY FOR THE ICJ AND THE UN?

A. Similarities and Differences Between the ECJ and ICJ

Like the ECJ, if the ICJ has jurisdiction concurrently with another
UN organ, it can resolve any legal questions that may be important to the
dispute and allow the other organ to resolve the other issues. The ICJ
does not exercise jurisdiction over criminal matters between States or
States and individuals; therefore, it is only involved in allegations regard-
ing wrongful behavior of international responsibility.’* Although the ICJ
does not have the doctrine of stare decisis, its opinions do carry weight,
like the ECIJ, and it is unusual for another tribunal to disregard its judg-
ments when they are relevant to a situation.’® The ICJ primarily is in the
business of deciding legal disputes for the international community and
giving legal advice to other UN organs.’® Historically, the ICJ has not
been supported like other international tribunals. Some reasons offered
for this lack of support of the ICJ are its limited jurisdiction, relatively
rigid procedures, and enforceability of its judgments.*”

Unlike the ECJ, The ICJ is an equal organ of the UN just like the
other organs — it is neither inferior nor superior to any other organ; there-
fore, no other organ, State or individual is obligated to seek its opinion
when an interpretation of an instrument, such as the Charter or the Rules
of Procedure is needed.3® As stated earlier, the ECJ is supreme of the
Union institutions as a result of the doctrine of supremacy of Community
law. Also unlike the ECJ, the ICJ can only exercise appellate jurisdiction
when conferred upon by another instrument or agreement.”” Further-

301. Seeid. at 34.

302. Seeid.

303. See ROSENNE, supra note 183, at 37.

304. See id. at 38.

305. See id. at 39.

306. See id. at 39.

307. See CARTER & TRIMBLE, supra note 95, at 300.

308. See ROSENNE, supra note 233, at 36. Each organ is free to interpret as necessary. See
id.

309. See id. at 38.
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more, it does not formulate new rules of law but only applies existing law
to the case before it.>'"° The ICJ does not have the power to determine the
“constitutionality” of actions or decisions made by another UN organ,
unlike the ECJ which can evaluate an institutions’ actions by request
from anyone.’"' Unlike the EU Member States, UN Member States easily
disregard an ICJ judgment if it desires.

B. Regional and Specialized Courts

Subsequent to World War II, regional and specialized courts have
grown in Western Europe. In fact, regional organizations are considered
by many international scholars to be significant contributors to interna-
tional law.*'? For instance, the European Court of Human Rights®*?® was
created to interpret and apply the European Convention for the Protection
of Human Rights and Fundamental Freedoms. Its decisions have been
successful with almost all West European countries agreeing to abide.>*
Another regional court that has recently entered the international scene is
the International Tribunal for Law of the Sea created by the Law of the
Sea Convention to hear disputes regarding use of the seas.

The United States has acknowledged this unique approach the EU
has taken with regional organizations and has also been involved in help-
ing implement a similar judicial organ — the Inter-American Court of
Human Rights; however, its jurisdiction is very limited and considered
advisory at this time.’"* The regional court that has recently drawn the
most attention because of its success in resolving disputes among its
Member States is the ECJ.

Whether a regional or specialized court would work for international
intellectual property remains to be seen. At this time, the trend for resolv-
ing international disputes is in arbitration, usually through the WTO. Al-
though arbitration allows flexibility with and between the parties, it often
is a lengthy process because the arbitrators’ caseload is heavy. The time,

310. See id.

311. See id. at 37.

312. RESTATEMENT (THIRD) OF FOREIGN RELATIONS LAW, Introductory Note (1986) states:

[a]n international organization has the legal capacity and personality and
the rights and duties given it by the international agreement that is its
charter and governs its activities. Other capacities, rights, and duties may
be given to it by particular international agreements, by agreements appli-
cable to international organizations, or by customary international law. In-
ternational organizations, when they act within their constitutional author-
ity, sometimes make and often contribute to international law.

313. See generally L.J. CLEMENTS, M.SC., EUROPEAN HUMAN RIGHTS TAKING A CASE
UNDER THE CONVENTION (1994); LAMMY BETTEN & NICHOLAS GRIEF, EU LAW AND HUMAN
RIGHTS (1998).

314. See CARTER & TRIMBLE, supra note 95, at 334-35.

315. See generally SCOTT DAVIDSON, THE INTER-AMERICAN HUMAN RIGHTS SYSTEM
(1997).
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money and resources that would have to be put into establishing a re-
gional or specialized court probably outweigh the benefits at this time,
but such a court may be feasible in the future. Some of the benefits of a
regional or specialized court include expertise, quick resolution, judicial
enforcement for noncompliance such as sanctions, consistency, continu-
ity, and precedent

C. The ICJ is not the only Judicial Organ that has to be Established
within the UN

A judicial organ can be established by the UN or by its individual
members.>'® Article 33 offers various methods by which the members can
settle international disputes, including arbitration, judicial settlement, or
other peaceful means.’” Article 95 allows members to take their differ-
ences to other existing tribunals or future dispute settlement means, if
they agree to it.*'®

If another judicial organ, like a specialized court or chamber within
the ICJ, was formed within the UN to handle only international intellec-
tual property issues, we might come closer to the harmonization of intel-
lectual property law issues like that in the EU. As mentioned earlier,
chamber decisions of the ECJ are considered to carry as much weight as
the full court, which is good for the plaintiff because it would help to ex-
pedite his cause of action quicker than having to wait until he could get
docked in the full court. Some other benefits of such a creation might be
complete harmonization of intellectual property laws within UN States,
resolution of intellectual property disputes more quickly, an increase in
the caseload of the ICJ, agency access, like the WIPO, to bring disputes,
and additional support for the ICJ to enforce its judgments. Also, a UN
patent system similar to the EPC and CPC could help protect interna-
tional intellectual property inventors as well as establish consistency and
continuity in the UN.

However, some changes would need to be made to the procedural
law of the ICJ in order for such results to occur. For instance, the ICJ
would need to consider opening its jurisdiction to individuals to bring in
actions, like the ECJ has done. Also, a Community law equivalent—like
a “UN law” would be helpful in establishing precedent in the ICJ. Such
law would probably need to be created by the ICJ. A “UN law” would
help the intellectual property owner to know how to more adequately pro-
tect his inventions and ideas since the ICJ does look to its earlier deci-
sions and earlier chamber decisions to help it resolve disputes. Also, a
“UN law” will help the intellectual property owner to know what law will

316. See ROSENNE, supra note 233, at 33.
317. See U.N. CHARTER art. 33.
318. See id. art. 95.
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be applied to his case in the event he has to bring an action for infringe-
ment.

An important hurdle that must be jumped is compulsory jurisdiction
to the ICJ without any reservations. But if governments sincerely wish to
promote further development of inventions and ideas, they will need to be
more open to letting the ICJ handle the intellectual property issues and
then abiding by and enforcing its judgments.

Also, because the ICJ does not follow precedent, it is difficult to pre-
dict the outcome of a case. To date, the ICJ has not rendered a decision
on intellectual property issues, thus increasing the difficulty of gaining
protection for intellectual property owners.

VI. CONCLUSION

With the EU becoming members of some of the more important and
significant international organizations, it has shown the ability to work
through conflicting issues with other nation-states. As a result, it has
gained increasing support from its Member States and continues to thrive
throughout Europe.

Even though the UN was created mainly to maintain international
peace and security, and the ICJ is-its judicial organ to enforce that, the
ICJ has jurisdiction over any Member States international issue that is
brought before it. Therefore, if a State (or individual if the ICJ would
open its jurisdiction for individuals) wished to bring an intellectual prop-
erty issue before the ICJ, the Court could look to what the EU, the ECJ
and specifically the EPC has done with intellectual property as a model
and guide for harmonizing intellectual property law throughout UN
States.

There is no easy solution for preventing piracy and adequately pro-
tecting intellectual property rights on an international level; however, the
EU and ECJ have shown how commitment towards harmonizing intellec-
tual property throughout its Member States — a model which organiza-
tions, agencies and courts can follow in the future.



	Tulsa Journal of Comparative and International Law
	3-1-2000

	ECJ, the ICJ and Intellectual Property: Is Harmonization the Key, The
	Lee Ann Askew
	Recommended Citation



